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REMARKS 

Applioimls thank the examiner for the iiilctvicw on March 31, 2004. During the 
hucrvicw, Ihc distinctions of tlie. present claims over the Fisher rcrcrence were discussed. 
The Examiner staLc^I the merits of tlie claims would again be considered upon receipt of it 
fomiiil response to the OfJicc Action dated January 7, 2004 and thai he wanted to review 
Ihe references and the arguments set forth by Applicants in greater detail before 
tlctcrmining whether to withdraw the rejections. 

Chums 1-2, 5-6, and 8-10 arc pending in the present application. Claims 1 , 2, 5, 
6, 0, and 10 were amended. Claims 13-16 have been added. Claims 3, 4, 7, 1 1 , and 12 
have been cancelled. Reconsideration of the claints is respectfully requested. 

Claims 13-16 arc directed to a computer implemented method for awarding an 
auction item to a proxy bidder in an electronic auction wherein the proxy bid is an off 
increment bid, that is where the proxy bid exceeds a previous current high bid by aji 
amount less than a mininuim increment as describe, tl in the subject application. No new 
matter has been introduced by the addition ofclainis 13-16. 

h 3S II.S>C\ S 101 

The examiner has rejected claims 1-4 under 35 U.S.C. § 101 as being directed 
towards non-st:Hul-ory subject matter. Claims 3 and 4 have been cancelled. Claim 1 has 
been amended to specify that the method steps are computer implemented perfonTicd in 
an electronic auction as suggested by the Examinci* in a teleconference conducted on 
March 31, 2004. Accordingly, this rejection is respectfully traversed and withdrawal of 
the rcjcction of claims 1 and 2 under U.S.C. 101 is requested. 

IT. 35 U>S.C. S 1 12. Second ParagraDh 

Tho examiner has rejected claims 2-4 and 10-12 under 35 U.S.C. § 1 12, second 
parayrnph, as being indefinite for faih'ng to paniciiU\rly point out and distinctly claim the 
subject jualtcr, which applicants regard as the ijwcdtion. This rejection is respectfully 
traversed. 

The Exrnnincr states the following: 
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These claims furllicr limit ibc stop orgenerating aii off-incrcmcnl bid by 
reciling ''generating a proposed bid, said proposed bid being equal to said 
minimum increment plus a current high hi*] . . However, the Applicants* 
specificalion teaches, "An oiV-incrcment bid is bid which increases die current 
liigh bid by an amount which is not fin incro-mcnt of die minimum increment 
amount "../Therefore, il is unclear to the R>:aniiner how the. Applicants can 
further limit the off-incrcmcnl bid as a funcu'on of the minimum increment when 
the Sipcclfic^alion clearly teaches against il, 
Oflicc Action dafcci 1/7/2004, pages 2-3. 

Claim 2 recites the following: 

2, The method according to claim 1 , wherein the step of generating an off- 
increment bid further comprises the steps of: 

generating a proposed bid, said proposed bid being equal to said minimum 
increment plus a current high bid for said item; 

delcrmining if said proposed bid exceeds said proxy bid; and 
in response to a dctcnninaliou that ^aid proposed bid does exceed said 
proxy bid, awarding said ilcm to said second bidder for said proxy bid> wherein 
said item is sold for said proxy bid. 

Claim 2 depends from hidcpcndcnt claim 1 and thus includes the limitation that 
the off-increment bid *'docs not exceed said bid received from said first bidder by said 
increment'* Thus, an "off-increment bid" as rccilcti in claim 1 (and thus claiiTi 2 by 
dcpcndcaco from claim 1) conforms to the definition of an olT-increment bid as defined 
in the specification (Page 3, Lines 2-4). As dcscrihcd in the specification, the step of 
^'gcncrattjig a proposed bid" tliat is equal lo a sum of a current high bid and a minimum 
incrcmcnl is porfonncd as part of a conditional eviduation that is executed when a proxy 
bid exists Ihnl meels or exceeds the previous high hid (See Figure 4, steps 418 and 432; 
Pai^;e 8, Lines 24-29). Thfit is, tlic proposcil bid is (evaluated against a proxy bid for 
determination of a price at which the item is to be !^;old. For example. Figure 4 (in part) 
of Ihc subject application shows the following: 
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RECORD PI^OXY UID AS 
CURHblNT HIGH B|!) 
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As sbown, a proposed bid is calculated by cddiiig the niininumi auction iiicrcjncnl 
to the current higb bid and comparing the proposed bid to iho proxy bid. In the event the 
proposed bid exceeds the proxy bid, the proxy bid is assigned as the cuncnt liigh bid. 
'I'hus, a proxy bid that is an olf-increnicnt bid is a$::^jgne<l as the current high bid. 

Additionally, claim 2 includes Ihc Umilatioji that "the proposed bid docs exceed 
said proxy bid" and that the item is "sold for said proxy bid." Thus, the item is "sold for 
the proxy bid" that is less than the proposed bid. Accordingly, the step of "generating an 
off-increment bid" includes ^^lling Ihe item for the proxy bid that is not a function of the 
tnininnini increment. Accordingly, the step of gctVYating the off-increment bid is 
consistent wiih the definition of an off-increment bid provided in the specification and is 
not indefinite. Additionally, claim 2 has been amended to clarify that the off-iiicrcnicnt 
bid is equal to the proxy bid. Therefore the rejection of claim 2 under 35 U.S.C. § 1 12, 
second paragraph, has been overcome and such a notice is respectfully requested. 

Claim 10 h dependent from claim 9 and includes limitations similar to Uiat of 
claim 2. Parlicularly, claim 10 includes the limitation that the "item is sold for said proxy 
bid" and that the ^'proposed bid docs cxceetl said proxy bid/* Accordingly, the sell price 
is an orf-incrcmcut proxy bid. Additionally, claim 1 0 has been amended to clarify that 
the off-incrcmcnt bid is equal to the proxy bid. Therefore, the rejection ofclaim 10 under 
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35 U.S.C, § 1 12, second paragraph, has been overcome and such a notice is rcspcctrally 
requested. 



Iir 35 U.S.C. S 10.^, Obviousiicss 

1 he examiner has rejcclcd claims J and 5-9 under 35 U,S.C. § 103(a) as being 
iinpatculablc over U.S. Patent No, 6,243.691 to Fisher ct al. (hereinafter referred to as 
"Fisher"). This rejection is rcspcclfijlly traversed. 

Claim 1, ns amended, recites tUo foUowinsi 

1 . A method in an eleclronic atiction for ficncraling off-increment 
proxy bids, said inotho<1 comprising.', the computer implemented steps oT: 

specifying a minimum increment forbidding on an item; 

receiving a l)id for said item Trom a first bidder which is currently a 
high hid for said item; 

idenlifying a previously recorded proxy bid from a second bidder 
which i$ grcalcr than suid current hii^h bid but not greater than said current 
high bid plus said minimum IncrcnK'nt; and 

generating by said electronic auction.an oJT-incremcnt bid which 
becomes a high bid for said item utilizing said proxy bid, wherein said 
second bidder holds a current high bid for said item, further wherein said 
off'incrcmcnt bid docs not exceed £-:dd bid received from said first bidder 
by said increment, and wherein said off-increment bid docs not exceed 
said proxy bid. 

The Office Action states the following with regard to claims I> 5, ajid 9: 

Fisher docs not teach that the proxy bid from a second bidder is greater 
than the current high bid but not grater than said cunent higli bid plus said 
mijiimum increment. However, Fisher teach that a plurality of bidders arc 
allowcxl lo eslablisih the limit amount of their proxy bids when the bids arc 
initially pfaccd (Column 8, Lines 56-60). Tlicrcforc it would have been obvious 
to one of ordinary skill in the art, at the limc: the invention was made, to allow a 
bidder to .sci the limit of the proxy bid to whatever amount the bidder desired, 
on ice Action dated I /7/2004, pages 3-4. 

The Applicant notes that the Hniit amount is intrinsic in a proxy bid (seepage 3, 
Lines 8-1 3 of the subject application). 

As noted by the Examiner, Fisher f:iils to describe the steps of "generating an off- 
increment bid which becomes a high bid for the itcii^ utilizing said proxy bid, wherein a 
second bidder holds n current high bid for the item, and wherein the off-increment bid 
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docs not increase the bid from (be lust bidder by tlic increment and wherein the off- 

incronient bid does not exceed the proxy bid. 

The Onicc Action stales the follo^ving willi regard lo the deficiencies of I'ishcr: 

Fisher teaches that during proxy biilding a bid may be incremented based 
on Ihc percentage of Ihc bid (Column 12, lines 33-45). Therefore it would have 
been obvious to one oror<Jin,'iry skill in the art, at Uic time the invention was 
niiidc, lo adjust a bid upward by using a percentage of tlic bid as opposed lo a 
ininiuiuni increment. One of ordinary skill in the art would have been motivated 
to do so in order to guariinlec a proxy bidder the lowest possible price, as taught 
by Fisher (Column 1 2, lines 58-61). 
onicc Action dated 1/7/2004, page 4, 

'J'he dcscriplion by l-ishcr to adjust a bid upward "using a percentage of the bid as 
opposed lo a tnininuini incrcmcnl*' is insufficient lo obviate the step of generating an off- 
increment bid by utilii^ing a proxy bid and is wholly insufTicicnt to insure that the off 
incrcmenl bid is increased from the received bid by an amount not equal to the increment. 
Absent some teaching, suggestion, or incentive to modify Fisher in this manner, the 
prcsciitly claimed invculiou can be reached only through an improper use of hindsight 
using the applicants' disclosure as a template to imko the necessary changes to reach the 
claimed invcntiojv 

Furlhermore, Mshcr does not teach, siiggesi, or give any incenlive to make the 
needed changes to reach the presently claimed invention. Fisher actually teaches away 
from the prcscnily claimed invention. For example:, as noted by the lixaminer. Fisher 
teaches a method lo guarantee a proxy bidder the IcAvest possible price (Column 12, 
I.incs 58-61) as opposed to a technique that enables off-increment proxy bids such that 
deficiencies ofprior art systems resulting in a sculler being disadvantaged by selling an 
item for a lower price than that offered by a proxy ])id when the pi-oxy bid exceeds a high 
bid by an auiOunL less than a minimum auclion increment as in the presently claimed 
invcjition. Absent the examiner pointing out some leaching or ijiccntive to implement off 
increment proxy bids by Fisher, one of ordinary skill in the art would not be led lo 
}nodily Fisher to reacli the present invention when (he referaicc is examined as a whole. 

Therefore, the rejection of claims 1 , 5, and 1> under 35 U.S.C. § 103 has been 
overcome and such a notice is respectfully rcqucslCiL 

PaiielOofl] 
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Since claims 6 and 7 depend from claim 5 and add additional limitations to claim 
5, the sanio distinctions between Fisher mid the ch[jmcd invention in claim 5 follow for 
\hcso claims. Therefore, the rcjoclion of claims 6 ;!nd 7 under 35 U.S.C, § 1 03 has been 
overcome^ and it is respectfully urged thnt the rcjcclion of claims 6 and 7 be withdrawn, 

IV. Coiicliisioii 

U is rcfipccl fully urged that the subject application is patentable over Fisher and is 
now in condition for allowance. 

The examiner is invited to call Ihc undersit*iicd at the bclow-listcd telephone 
number i Tin the opinion of the examiner such a telephone conference would cxpe<Hte or 
aid dic prosccMtioii and cxaniinalion of tliis applicitlion. 



Respv^.tfully submitted, 




Steven T. McDonald 

Reg. No. 45,999 

Carsto ns. Ycc & Cahoon, LLP 

P.O.Box S02334 

Dallas, TX 75380 

(972) 367-2001 

Agenl for Applicants 
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